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DETAILED ACTION 

1 All outstanding rejections except for those described below are overcome by applicants' 
amendment filed 4/4/03. 

The new grounds of rejection as set forth below are necessitated by applicants' 
amendment and thus, the following action is final. 



Claim Rejections- 35 USC S1J2 

2. The following is a quotation of the first paragraph of 35 U.S.C. 1 12: 

The specification shall contain a written description of the invention, and of the manner and process of making 
and using it, in such full, clear, concise, and exact terms as to enable any person skilled in the art to which it 
pertains, or with which it is most nearly connected, to make and use the same and shall set forth the best mode 
contemplated by the inventor of carrying out his invention. 

3. Claims 1, 3-15, and 17-19 are rejected under 35 U.S.C. 1 12, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter which 
was not described in the specification in such a way as to reasonably convey to one skilled in the 
relevant art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. 



are 



Claim 1 has been amended to recite, "provided that thermosetting compositions 
excluded". The cited phraseology clearly signifies a "negative" or "exclusionary" limitation for 
which the applicants have no support in the original disclosure. Negative limitations in a claim 
which do not appear in the specification as filed introduce new concepts and violate the 
description requirement of 35 USC 112, first paragraph, Ex Parte Grasselli, Suresh, and Miller, 
231 USPQ 393, 394 (Bd. Pat. App. and Inter. 1983); 783 F. 2d 453. 
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The insertion of the phraseology as described above positively excludes thermosetting 
compositions, however, there is no support in the present specification for such exclusion. As 
support for the above amendment, applicants point to the last paragraph of page 16 of the present 
specification and note the disclosure of polymer solutions in the present invention. However, 
stating that the invention uses polymer solutions does not provide support for excluding 
thermosetting compositions. While the present specification may be silent with respect to 
thermosetting compositions, is noted that as stated in MPEP 2173.05(i), the "mere absence of a 
positive recitation is not the basis for an exclusion." 

NOJEaf applicants were to remove the phrase "provided that thermosetting 
compositions are excluded" from claim 1 in response to the above rejection, it is noted that the 
rejections of record utilizing Barkac et al. (U.S. 6,391,391) and Barkac et al. (U.S. 6,268,433), as 
set forth in paragraphs 5 and 6 of the office action mailed 1 1/29/02, Paper No. 5, would be re- 
instated. Applicants argue that neither Barkac et al. '391 or Barkac et al. '433 are suitable 
references against the present claims given that the 35 USC 102(e) dates for each these 
references is after the effective filing date of the present application and thus, neither reference is 
available as prior art. However, it is noted that the 35 USC 102 dates for both Barkac et al. '391 
and Barkac et al. '433 is 8/3 1/98 which is before the 12/3 1/98 effective filing date of the present 
application and thus, the references are proper prior art against the present claims. 

4. The following is a quotation of the second paragraph of 35 U.S.C. 112: 
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The specification shall conclude with one or more claims particularly pointing out and distinctly claiming the 
subject matter which the applicant regards as his invention. 

5. Claim 19 is rejected under 35 U.S.C. 1 12, second paragraph, as being indefinite for 
failing to particularly point out and distinctly claim the subject matter which applicant regards as 
the invention. 

Claim 19 recites a method which comprises incorporating "a the pigment dispersion 
according to claim 1 therein". The scope of the claim is confusing given that the phrase appears 
to contain extra words; it is advised that either "a" or "the" is deleted. Further, the scope of the 
claim is confusing because claim 1 is drawn to a composition, not a pigment dispersion. 

Claim Rejections - 35 USC S 103 

6. The text of those sections of Title 35, U.S. Code not included in this action can be found 
in a prior Office action. 

7. Claims 1, 3-15 and 17-18 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Matyjaszewski et al. (U.S. 5,807,937) in view of either Pearlstine et al. (U.S. 6,087,416) or 
Kappele et al. (U.S. 6,063,834). 

The rejection is adequately set forth in paragraph 10 of the office action mailed 1 1/29/02, 
Paper No. 5, and is incorporated here by reference. 
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8. Claims 1, 3-15 and 17-19 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Pearlstine et al. (U.S. 6,087,416) or Kappele et al. (U.S. 6,063,834) either of which in view of 
Matyjaszewski et al. (U.S. 5,807,937). 

The rejection is adequately set forth in paragraph 1 1 of the office action mailed 1 1/29/02, 
Paper No. 5, and is incorporated here by reference. 

With respect to newly added claim 19, it is noted that both Pearlstine et al. and Kappele 
et al. disclose method of preparing ink which comprises incorporating pigment and block 
copolymer dispersant into the ink (Pearlstine et al. - col.3, lines 5 and 50-52 and Kappele et al. - 
col.6, lines 56-58 and col.7, lines 54-64). 

Response to Arguments 

9. Applicants' arguments filed 4/4/03 have been fully considered but they are not 
persuasive. 

Specifically, applicants argue that: 

(a) there is no disclosure in Matyjaszewski et al. of pigment as required in the present 

claims. 

(b) There is no disclosure in Matyjaszewski et al. that the A and B blocks (referred to as 

1 2 

M and M by Matyjaszewski et al.) present in the block copolymer differ in polarity wherein the 
difference is obtained by copolymerizing blocks A and B with difference amounts of functional 
monomers as required in the present claims. 
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With respect to argument (a), applicants note, and examiner agrees, that while 
Matyjaszewski et al. disclose the use of atom transfer radical polymerization (ATRP) block 
copolymer in inks, there is no explicit disclosure of pigment as required in the present claims. 

However, this is why Matyjaszewski et al. is used in combination with either Pearlstine et 
al. or Kappele et al. which each disclose ingredients including pigment typically found in ink 
compositions. While it is agreed that Pearlstine et al. or Kappele et al. disclose that the ink can 
contain either dye or pigment, absent clear and convincing evidence to the contrary regarding the 
use of pigment as opposed to dye, it would have been within the skill level of one of ordinary 
skill in the art to choose to use pigment in the ink of Matyjaszewski et al. 

Applicants argue that there is no motivation to combine Matyjaszewski et al. with 
Pearlstine et al. or Kappele et al. other than hindsight given that Pearlstine et al. or Kappele et al. 
are each drawn to inks comprising conventional polymers known in the art not polymers 
produced from ATRP. 

However, on the one hand, given that Matyjaszewski et al. broadly disclose the use of 
polymer produced by ATRP in inks, it would have been obvious to one of ordinary skill in the 
art that such inks would necessarily contain ingredients conventionally found in inks including 
pigment, carrier, and additives disclosed by either Pearlstine et al. or Kappele et al. Thus, it is the 
examiner's position that there is motivation to combine Matyjaszewski et al. with either 
Pearlstine et al. or Kappele et al. 

On the other hand, given that either Pearlstine et al. or Kappele et al. is drawn to inks 
which utilize block copolymer dispersants and given that Matyjaszewski et al. disclose the use of 
use of block copolymers which function as dispersants (col.25, line 2) and are suitable for use in 
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inks, it is the examiner's position that there is motivation to combine either Pearlstine et al. or 
Kappele et al with Matyjaszewski et al. 

With respect to argument (b), it is noted that col. 16, lines 46-49 of Matyjaszewski et al. 
disclose that the block copolymer is prepared from monomers which can each be (meth)acrylic 
acid, (meth)acrylate, acrylonitrile, etc. Thus, the two blocks obtained from these monomers will 
clearly possess different amounts of functional groups given that one monomer contains little if 
any functional groups, i.e. (meth)acrylate, while the other monomer necessarily possesses certain 
amount of functional groups, i.e. (meth)acrylic acid. In light of this disclosure, and given that 
col.24, lines 66-67 of Matyjaszewski et al discloses block copolymers in which the blocks 
alternate between polar and non-polar monomers and col.27, lines 6-9 discloses that monomers 
in adjacent blocks are not identical, it is the examiner's position that the block copolymer of 
Matyjaszewski et al. meets the limitations regarding block copolymer possessing blocks which 
differ in polarity obtained by copolymerizing polymer blocks with different amounts of 
functional monomers as presently claimed. 

10. Applicant's amendment necessitated the new ground(s) of rejection presented in this 
Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 . 1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within TWO 
MONTHS of the mailing date of this final action and the advisory action is not mailed until after 



Application Number: 09/869,549 p g 

Art Unit: 1714 



the end of the THREE-MONTH shortened statutory period, then the shortened statutory period 
will expire on the date the advisory action is mailed, and any extension fee pursuant to 37 
CFR 1 .136(a) will be calculated from the mailing date of the advisory action. In no event, 
however, will the statutory period for reply expire later than SIX MONTHS from the date of this 
final action. 



11. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Callie E. Shosho whose telephone number is 703-305-0208. The 
examiner can normally be reached on Monday-Friday (6:30-4:00) Alternate Fridays Off. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Vasu Jagannathan can be reached on 703-306-2777. The fax phone numbers for the 
organization where this application or proceeding is assigned are 703-872-93 10 for regular 
communications and 703-872-93 1 1 for After Final communications. 

Any inquiry of a general nature or relating to the status of this application or proceeding 
should be directed to the receptionist whose telephone number is 703-308-0661 

Callie E. Shosho 
Primary Examiner 
Art Unit 1714 

CS 

June 24, 2003 



